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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5-7, 9-11, 13-15, 17, 18, 20-22, 24-26, 28-30, 32-34, 36, 37, 39-41, 
43-45, 47, 48, 50-52, 54-56, 58 and 59 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kuzma (US 5,781,901). 

1. Referring to Claims 1, 5, 9, 13, 17, 20, 24, 28, 32, 36, 39, 43, 47, 50, 54, and 58, 
Kuzma indicates an e-mail transmission/reception system including a mail terminal 
(user, 532, refer to Col 8, Lines 10-30), a mail server (505, refer to Col 8, Lines 1-10), 
and a mail gateway (HTTP server, refer to Col 4, Lines 40-60), wherein the mail 
gateway is connected to the mail terminal via a network (HTTP server is within the 
PC/user, refer to Col 4, Lines 40-60) and the mail server via another network (501 , refer 
to Fig 5), 

the mail server comprising: 

an attached file (post office server consists of storing ability to store attachment, refer to 
Col 5, Lines 25-30) holding unit operable to receive email addressed to a user (multiple 
users, when sending emails to destinations, it is inherent that the email addressed is 
required, refer to Col 2, Lines 20-55, and Col 5, Lines 25-40) who possesses the mail 
terminal (PCs 21 1, 212, refer to Col 5, Lines 25-40) and hold one or more attached files 
(refer to Col 7, Lines 30-45) included in the email; and 
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a mail distribution unit operable to receive e-mail transmitted from the mail gateway and 
distribute the e-mail to one or more receivers address thereof (it is inherent that the 
distribution unit is within the system because the mail/attachment are distributed to the 
receiver's address therefore., refer to Col 5, Lines 25-40), 
the mail gateway comprising: 

an identifier generation unit operable to generate an identifier for each attached file held 
by the attached file holding unit (attachment reference 402, is generated, refer to Col 5, 
Lines 50-67); 

a list transmission unit operable to generate a list of identifiers generated by the 
identifier generation unit and transmit the list to the mail terminal (transmit the 
references across Internet, refer to Col 5, Lines 55-67). 

A reception unit operable to receive e-mail transmitted from the mail terminal, the e-mail 
including one or more identifier (plurality of references, refer to Col 7, Lines 30-45) that 
the user selects from the identifier list as substitutes for one or more attached files that 
the users wants to attach (it is inherent that the user can select the 
references/attachment to be attached with the e-mail) to the e-mail (application program 
which is able to retrieve attachment using the references within the email, refer to Col 6, 
Lines 30-50); 

An attached file acquisition unit operable to acquire attached files from the attached file 
holding unit, the attached files corresponding to the identifiers included in the e-mail 
received by the reception unit (refer to Col 6, Lines 14-30 and Lines 40-60); 
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A construction unit operable to construct e-mail by attaching the attached files acquired 
by the attached file acquisition unit to the e-mail received by the reception unit; and (e- 
mail created by the PC 210, sent to the PC 212 and 21 1 , and sent along with the 
reference attachment to the destination, refer to Col 5, Lines 25-45) 
A mail transmission unit operable to transmit the e-mail constructed by the construction 
unit to the mail server (email transmit to the server, it is inherent that before transmit 
email to the server, the email has already constructed with the attachment reference 
sent to the user, refer to Col 5, Lines 25-40 and Col 6, Lines 40-60), 
The mail terminal comprising: 

A list of reception unit operable to receive the identifier list from the mail gateway (refer 
to Col 6, Lines 30-60); 

A preparation unit operable to prepare e-mail that includes one or more identifiers 
(plurality of references, refer to Col 7, Lines 30-45) selected by the user from the 
identifier list (refer to Col 3, Lines 30-45) as substitutes for one or more attached files 
(attached reference is not the actual file, but a reference to point to the actual location of 
the file) that the user wants to attach to the e-mail; and 

A transmission unit operable to transmit the prepared e-mail to the mail gateway (email 
transmit refer to Col 7, Lines 45-67, and Col 8, Lines 1-30); 

2. Referring to Claims 2, 6, 10, 14, 21, 25, 29, 33, 40, 44, 51, and 55, Kuzma discloses 
the e-mail transmission/reception system wherein, 
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the attached file holding unit (server consists of a holding unit to store 
attachment/emails, refer to Col 3, Lines 15-35), whenever receiving e-mail that includes 
attached files (refer to Col 3, Lines 15^45), generates a list of the attached files and 
passes the list to the identifier generation unit (shown how the attached files transferred 
to the identifier/references, refer to Col 5, Lines 25-67, shown how plurality of files can 
be utilized and transmitted, Col 7, Lines 30-45 and how the files are transmit from the 
server/505 to the gateway/535, refer to Col 7, Lines 45-67 and Col 8, Lines 1-10 and 
how the server convert the file to the reference, refer to Col 8, Lines 29-46), and 
the identifier generating unit generates an identifier for each of the attached files in 
accordance with the list passed by the attached file holding unit (refer to 5, Lines 45-67). 

3. Referring to Claims 3, 7, 1 1, 15, 18, 22, 26, 30, 34, 37, 41, 45, 48, 52, 56 and 59, 
Kuzma discloses the e-mail transmission/reception system of Claim 1, wherein the mail 
terminal further comprises: 

a file format registration unit (which store/register the message in the encrypted format, 
refer to Col 7, Lines ) operable to register one or more files formats of attached files for 
each receiver's address that the receiver should adopt in the mail gateway (the 
encryption key is transmitted via network and would be received at the subnet/gateway 
536, refer to Col 7, Lines 45-67, and the receiver would utilized the receiving 
message/decryption key, to unlock the message, refer to Col 7, Lines 10-31), 
The mail gateway further comprises: 
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A file format storage unit operable to store receivers 1 addresses and file formats that are 
registered by the file format registration unit (www http server consists a storage unit 
which stores attachment, refer to Col 5, Lines 45-67, and the attachment reference also 
indicates how the attachment file is to be compressed/encrypted/file format, and URL, 
which is generated within the attachment reference, provides the address of where the 
file is, refer to Col 6, Lines 1-30); and 

A file format conversion unit operable to convert file formats of attached files for each 
receiver's address in accordance with the receivers' address and the file formats that 
are stored in the file format storage unit (application program can 
retrieve/decrypted/decompressed/convert the attachment utilizing the references, refer 
to Col 6, Lines 30-60), 

Wherein the construction unit constructs e-mail by attaching the attached files converted 
by the file format conversion unit from and as a substitute for the attached files acquired 
by the attached file acquisition unit (e-mail created by the PC 210, sent to the PC 212 
and 211, and sent along with the reference attachment to the destination, refer to Col 5, 
Lines 25-45). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 4, 8, 12, 16, 19, 23, 27, 31, 35, 38, 42, 46, 49, 57, and 60 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Kuzma (US 5,781,901) in view of 
Okada et al hereinafter Okada (US 6,836,891 ). 

1. Referring to Claim 4, 8, 12, 16, 19, 23, 27, 31, 35, 38, 42, 46, 49, 53, 57, and 60, 

Kuzma indicates the e-mail transmission/reception system wherein, 

the mail terminal (user, 532, refer to Col 8, Lines 10-30) further comprises: 

the mail gateway that one or more attached file included in e-mail addressed to the user 

of the mail terminal are to be shared with other users (multiple of attachments can be 

sent, refer to Col 7, Lines 30-45 and sent to multiple end users, refer to Col 5, Lines 25- 

30, thus, it is inherent that the files can be shared among users), 

the mail gateway further comprises (WWW HTTP server, refer to Col 6, Lines 30-60 ): 

an attached file sharing unit operable to, the attached files are to be shared with the 

other users from the mail terminal, share each of the attached files held by the attached 

file holding unit with the other users (end user consists of a post office server, which 

can store information, refer to Col 5, Lines 25^5, and multiple of attachments can be 

sent, refer to Col 7, Lines 30-45 and sent to multiple end users, refer to Col 5, Lines 25- 

30, thus, it is inherent that the files can be shared among users); 

the attached file shared by the attached file sharing unit (multiple of attachments can be 
sent, refer to Col 7, Lines 30-45 and sent to multiple end users, refer to Col 5, Lines 25- 
30, thus, it is inherent that the files can be shared among users), wherein the shared 
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identifier is available for sharers of the attached files (attachment references, which 
generated per reference, refer to Col 5, lines 45-67), 

the mail gateway of one or more identifiers selected by the user from the identifier list as 
substitutes for the one or more attached files that are permitted to be shared (user can 
select the attachment(s)/identifier/references to be sent, refer to Col 3, Lines 15-45 and 
can be sent to multiple users); and 

the mail gateway of one or more sharers of each of the attached files that are to be 
shared with the other users (multiple of attachments can be sent, refer to Col 7, Lines 
30-45 and sent to multiple end users, refer to Col 5, Lines 25-30, thus, it is inherent that 
the files can be shared among users),; 

wherein the attached file sharing unit shares (there can be multiple 
references/identifiers to be sent, refer to Col 7, Lines 30-45) attached files that 
correspond to the identifiers attached files held by the attached file holding unit (HTTP 
server can also store attachment files, refer to Col 7, Lines 10-31) with the sharers 
(multiple end users, refer to Col 5, Lines 25-27), 

the list transmission unit further transmits a list of the attached files (refer to Col 7, Lines 
30-45), and 

the list reception unit further receives a list of shared identifiers (when sent out to 
multiple recipients, the attachment reference became shared) that have one to one 
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correspondence to each of the attached files that are shared by the user of the mail 
terminal as one member of the sharers (refer to Col 5, Lines 25-60). 
Kuzma does not expressly indicate the shared notification 

Okada indicate the shared notification when the file is being shared (refer to Col 14, 
Lines 45-67 and Col 15, Lines 1-15). 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to implement a notification when files are being shared among users. 
The suggestion/motivation for doing so would have been that the user monitors any 
update when a message is being transmitted via network especially if any files are 
being attached or shared with other users. 


Conclusion 

A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karen C. Tang whose telephone number is (571)272- 
31 16. The examiner can normally be reached on M-F 7-3. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on (571 )272-3939. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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